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REMARKS 

Status of the Claims 

Claims 25-35 are now present in this application. Claim 25 is independent. 

Claims 14-22 and 24 have been canceled, claims 26-35 have been added. 

The specification has been amended at page 24 to correct a mistranslation of the parent 
PCT application, PCT/JP2004/000403, which was recently identified. Specifically, the term 
"silver" has been replaced with the term "copper." A translator's declaration is attached hereto as 
evidence that the term "copper" actually appeared in PCT/JP2004/000403. 

Support for new claims 26-33 and 35 are in the former claims 14-22 and 24. Support for 
claim 34 is a paragraph [0103] of US 2006/0127655 (US patent application publication no. of the 
present application). 

No new matter has been added by way of the above-amendment. Reconsideration of this 
application, as amended, is respectfully requested. 

Prior Art Based Issues 

The Ex amine r has modified the previous rejection to include secondary references as 
follows: 

Claims 14-22 and 24-25 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over JP 2003 -004526- A (JP' 526) for the reason recited in the prior 
office action and evidenced by Mallory et al., USPN 6,723,431 (Mallory) or 
Migliorini et al, USPN 6,649,279 (Migliorini) or Touhsaent et al, USPN 
5,827,615 (Touhsaent) or Tsai et al, USPN 6,472,081 (Tsai). 

Applicants respectfully traverse the rejection. 

In order to clarify the differences between the present invention and the teachings of the 
cited references, Applicants have limited the claims to the process of preparing the laminate. 

(1) Significant Effects of the Present Invention 

The present invention relates to a process for producing a laminate comprising a step of 
laminating a thin film on a polymer substrate, which has the specific cyclized rubber 
incorporated therein, by a dry film-fonning method. 
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The present invention attains an effect of providing a laminate which has good 
adhesiveness between the thin film and the polymer substrate (paragraph [0041] of US 
2006/0127655). 

Based on the knowledge of the skilled artisan at the time of the present invention, the 
artisan would think that incorporating a cyclized rubber into the polymer substrate would weaken 
the adhesiveness compared to that of the laminate having a primer layer which contains the 
cyclized rubber formed on the polymer substrate. This is because the density of the cyclized 
rubber, which is the adhesive element, in the surface where the thin film is formed becomes 
weak. 

However, as shown in Examples 1-4 (examples each of which illustrates a case where a 
primer layer containing the specific cyclized rubber is formed on a polymer substrate) and 
Examples 6-9 (examples each of which illustrates a case where the specific cyclized rubber is 
incorporated into a polymer substrate), the respective adhesiveness between the thin film and the 
polymer substrate is equivalent when the laminate where the cyclized rubber is incorporated into 
the polymer substrate and the laminate where the primer layer is formed on the polymer substrate 
are compared. 

As explained, by incorporating the cyclized rubber, which is the specific material, instead 
of simply adding an adhesive material to the polymer substrate, the present invention attains the 
significant effect of providing a laminate in which the thin film and the polymer substrate have 
the equivalent adhesiveness to that of a case of using the primer layer. 

(2) Reference is Silent Regarding Adding the Cyclized Rubber to the Polymer Substrate in 
Producing a Laminate by Laminating the Thin Film on the Polymer Substrate by a Dry Film- 
Forming Method 

All of references JP '526, Mallory, Migliorini, Touhsaent, and Tsai are silent in adding a 
cyclized rubber to a polymer substrate when producing a laminate by laminating a thin film to 
the polymer substrate with a dry film-forming method. A detailed explanation is given below. 

The Examiner states that paragraph [0029] of JP '526 discloses the use of the cyclized 
rubber as an adhesive layer 8 to adhere a deposition layer 5 to a transparent resin molded product 
1 (referred as "molded panel 1" in the outstanding Office Action). 
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As explained in paragraph [0023] of JP '526, paragraph [0029] of JP '526 is the 
explanation of the "concurrent molding/transferring system" which uses a transfer material. The 
"concurrent molding/transferring system" is a method, as explained in paragraphs [0019] and 
[0020], in which a transfer material comprising a deposition layer or the like is sandwiched into a 
mold and the transfer material is adhered to a resin molded product surface concurrently with the 
production of the resin molded product in the mold. 

In other words, JP '526 discloses simply that it is possible to use the cyclized rubber for 
the adhesive layer 8 as an adhering agent to adhere the transfer material comprising a deposition 
layer formed in advance to the transparent resin molded product L Thus, JP '526 is completely 
silent in explaining that the use of cyclized rubber is effective in forming the deposition layer 
directly to the transparent resin molded product 1 . 

Furthermore, paragraph [0047] of JP '526 describes that a decoration layer, which 
comprises the deposition layer 5, may be directly provided to the transparent resin molded 
product 1 without using the transfer material or the like. JP ' 526 further discloses many 
examples of layers which the decoration layer may have, but the adhesive layer 8 is not included 
therein. That is, JP 6 526 clearly explains that there is no need for using the adhesive layer 8 in 
directly providing a decoration layer, which comprises the deposition layer 5 or the like, to the 
transparent resin molded product 1. In view of this also, JP 6 526 should be regarded as not 
disclosing the effectiveness of using the cyclized rubber in forming a deposition layer directly to 
the transparent resin molded product 1 . 

Therefore, it is improper for the Examiner to consider that JP ' 526 uses the cyclized 
rubber in forming a thin film by dry film-forming method to the polymer substrate. 

Further, JP ' 526 is completely silent in terms of incorporating a material for forming the 
adhesive layer 8 (such as a cyclized rubber) to the transparent resin molded product 1 . 

Therefore, it is also apparent that JP '526 is totally silent in incorporating the cyclized 
rubber into the polymer substrate. 

Moreover, Mallory and other references disclose to add an adhesive material to a polymer 
substrate in order to improve adhesion between the polymer substrate and a resin layer, i.e., to 
improve adhesion between a resin and a resin. 
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However, it is apparent that the resin layer formed on the polymer substrate in Mallory 
and other references cannot be formed by applying the dry film-forming method used for thin 
layer lamination in the present invention. 

Therefore, it is apparent that Mallory and other references are completely silent in adding 
the adhesive material to the polymer substrate when laminating a thin layer directly to the 
polymer substrate by the dry film-forming method. 

In view of the above, the present invention, which is characterized in incorporating the 
cyclized rubber into the polymer substrate when forming directly the thin layer to the polymer 
substrate by the dry film-forming method, is not obvious even when JP ' 526, Mallory, 
Migliorini, Touhsaent, and Tsai are combined. Therefore, the present invention is not obvious 
over references and does not fall under 35 U.S.C. 103(a). 

(3) Mallory, Migliorini, Touhsaent and Tsai do not cure the deficiencies of JP '526 

The Examiner cites Mallory, Mgliorini, Touhsaent, and Tsai and comments as follows: 
"it is well established in the art that adhesive material or adhesion promoting materials may be 
incorporated into the polymer substrate as opposed to, or in addition to, providing a separate 
layer of the adhesive material." 

However, as these references merely disclose to add the adhesive material to the polymer 
substrate in order to improve the adhesion between the resins, they are inappropriate to cite as 
references against the present invention which uses the polymer substrate added with the 
cyclized rubber in order to improve adhesion between the polymer substrate and the thin film 
which is formed by the dry film-forming method. 

Therefore, from this aspect also, the present invention is not obvious over the 
combination of JP '526, Mallory, Migliorini, Touhsaent, and Tsai. 

(4) The Inventive Process Provides a Level of Adhesion Which Would be Unexpected from 
Applying the Method of Adding the Adhesive Material to the Polymer Substrate Disclosed in 
Mallory and other references to JP '526 

There would have been a disincentive for the artisan to apply the method of adding the 
adhesive material to the polymer substrate, disclosed in Mallory and other references, to the 
polymer substrate of JP '526. Reasons for such a disincentive are as follows. 
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As explained above, the skilled person would normally think the laminate having the 
cyclized rubber incorporated in the polymer substrate has weaker adhesiveness between the 
polymer substrate and the thin film compared to that of the laminate having a primer layer which 
contains the cyclized rubber formed on the polymer substrate. 

On the other hand, references such as Mallory and the like disclose the method of 
forming a layer of adhesive material to the polymer substrate and the method of adding the 
adhesive material to the polymer substrate in order to adhere the polymer substrate and the resin 
layer. However these references are completely silent about the fact that the respective 
adhesiveness between the polymer substrate and the resin layer becomes equivalent in these 2 
methods. 

Therefore, the skilled person, who becomes aware of the problem in obtaining a laminate, 
in which the adhesiveness between the polymer substrate and the thin film laminated by the dry 
film-forming method to the polymer substrate is very high, would not have selected to 
incorporate the cyclized rubber as an adhesive material to the polymer substrate. 

As explained, even when Mallory and other references disclose a method to add an 
adhesive material to a polymer substrate, there is no incentive for the skilled person to apply the 
method to JP ' 526. 

Nevertheless, even if the artisan were to incorporate the cyclized rubber as an adhesive 
material to the polymer substrate, the artisan would expect a reduction in adhesiveness by 
incorporating the cyclized rubber into the polymer substrate. As such, the fact that the 
adhesiveness remains essentially constant, as was found by the present inventors, would be 
unexpected . This evidence of unexpected results (as shown by comparing Examples 1-4 having 
the cyclized rubber as a separate tie layer having essentially the same adhesiveness as Examples 
5-9 having the cyclized rubber incorporated into the substrate, as presently claimed) overcomes 
any prima facie case of obviousness. 

From this also, the present invention is patentable over JP 6 526, Mallory, Migliorini, 
Touhsaent, and Tsai. Reconsideration and withdrawal of the rejection are respectfully requested. 
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Conclusion 



All of the stated grounds of rejection have been properly traversed, accommodated, or 
rendered moot. Applicants therefore respectfully request that the Examiner reconsider all 
presently outstanding rejections and that they be withdrawn. It is believed that a full and 
complete response has been made to the outstanding Office Action, and as such, the present 
application is in condition for allowance. 

In view of the above amendment, Applicant believes the pending application is in 
condition for allowance. 

Should there be any outstanding matters that need to be resolved in the present 
application, the Examiner is respectfully requested to contact Garth M. Dahlen, PhD, 
Registration No. 43,575 at the telephone number of the undersigned below to conduct an 
interview in an effort to expedite prosecution in connection with the present application. 

If necessary, the Director is hereby authorized in this, concurrent, and future replies to 
charge any fees required during the pendency of the above-identified application or credit any 
overpayment to Deposit Account No. 02-2448. 

Dated: April 12, 2010 Respectfully submitted, 




Garth M. Dahlen, PhD 
Registration No.: 43575 

BIRCH, STEWART, KOLASCH & BIRCH, LLP 
8110 Gatehouse Road, Suite 1 00 East 
P.O. Box 747 

Falls Church, VA 22040-0747 
703-205-8000 
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.- P;0. Box 1450 

M&xw&m, VA 223134450. 

Sir: 

L -AkifelNc! ^H?ffiiL-^b-- the following, 

I am well acquainted with the Englisfilaxigctage and the Japaness language. 

There has been a ^translation of a Wttfd in the parent : FCT AppHfeation m~ 
?CT/JP2GD4/00G4<B, which published as WCW4/0651 19AL At page 14 ?; lne.2S to. page .:15, 
line 4 of WO2004/0651 19 Ai is,tke following paragraph: , 
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.The prppCT't?aiiSl$tiQii. of the above-paragraph is as 'feBews: 

-Examples of the material of trie thin film inchide meta]S snch as 
akiminuiri, zinc, .mckel, zirconium, gold, copper, tin, |fi<&affi» titaninm and 

•clnrparium; metal oxides snch as. silicon oxide, alymraVim oxide, magaesium 
oxide, and oxide;,metai nitrides snchas : SiN, CiN, TiH a&d Ti&lH; and 

materials' a typical co&ipos|tipn : of which is :£xHy (which may fee .an : : araDrphons 
carbon film). Of these materials, an : araprpnous carbon film -smsss the 
adliesiVeness mereof to the this film to be remMBably improved,- 

MWm2 of ^feparagiraph, the, term ".ceppef , correctly appeam after the term "gold." 

1 hereby- dsclaie that all statements made herein of my -own ImQWlcrfge mfm and that 
all statements made on kforma&m and belief are believed to be true; and former that these 
Statements were made with the impwledge that will&l false statements and the'l&e so made are 
punishable by fme: or imprisonment, or both, under Section. 1001 of TifleBof me Med States- 
Coda :and that sach wiilrol false statements may jeopardize the validity of the: application or; any 
patent isswhg 



This 31 dav.of mm. % 



By: y^#M 
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